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Response to Amendment 

1 . This Office Action is in response to the amendment filed on 
09/27/2007. Claims 6-13 are withdrawn from consideration. Of the remaining 
claims, claims 1-5 and 14-16 were previously amended. Accordingly, claims 1-5 
and 14-19 are currently pending and have been examined in this Office Action. 

Specification 

2. The specification is objected to as failing to provide proper 
antecedent basis for the claimed subject matter. See 37 CFR 1 .75(d)(1) and 
MPEP§ 608.01(o). 

The specification fails to provide proper antecedent basis for the claimed 
subject matter "module", found in claims 1 and 5, and "medium", found in claims 
17-19. 

Appropriate correction is required. 

Claim Objections 

3. Claim 18 is objected to because of the following informalities: It is 
missing a period at the end of the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 
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4. Claims 1-5 and 17-19 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

Claims 1 and 5 are directed to an information picture utilization system, 
comprising various modules. The use of the term "system" does not inherently 
mean that the claim is directed to a "machine", and the use of the term "module" 
does not inherently mean that the claim is directed to a "device". 

The dependent claims 2-4 suffer from the same deficiency as the claim 1 
they depend from, and therefore are rejected under the same rationale as claim 
1. 

Claims 17-19 are each directed to "an information recording medium", 
which does not inherently mean computer readable medium. The specification 
does not describe "an information recording medium" in a way that rules out such 
non-statutory categories as paper print-outs or program instructions imbedded in 
a "carrier signal". 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

5. Claims 1-5 and 17-19 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a 
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way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. 

Claims 1 and 5 comprise limitations directed to various "modules". The 
specifications do not contain a description of a "module" or "modules" in a way as 
to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. As a matter of fact, the term 
"module" is not found anywhere in the specifications. 

The dependent claims 2-4 suffer from the same deficiency as the claim 1 
they depend from, and therefore are rejected under the same rationale as claim 
1. 

Claims 17-19 comprise limitations directed to "information recording 
medium". The specifications do not contain a description of an "information 
recording medium" in a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the 
invention. As a matter of fact, the term "information recording medium" is not 
found anywhere in the specifications. 

6. Claim 1-5 are further rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

Claims 1 and 5 contain limitation directed to "when an operation command 
is given independent of a period of time". This subject matter which was not 
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described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The dependent claims 2-4 suffer from the same deficiency as the claim 1 
they depend from, and therefore are rejected under the same rationale as claim 
1. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant for patent, except that 
an international application filed under the treaty defined in section 351(a) shall have 
the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language. 

7. Claim 1-5 and 14-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by the U. S. Patent No. 7,039,877, issued to Merriman et al., 
hereinafter Merriman. 

Regarding claim 1 , Merriman teaches an information picture utilization 
system comprising: a client module for sending notification regarding recording of 
an information picture (4:14-30 - feedback loop 23 (Fig.1) provides notification of 
recording of information picture (Fig. 2, step 36)); and a server module for 
receiving the notification regarding the recording of the information picture (4:66- 
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67 and 5:1-6 - advertisement and predictive model servers), wherein the client 
module sends information for specifying the information picture by utilizing 
picture information and related information (4:31-43 - feedback information), 
wherein the information for specifying the information picture causes a 
predetermined operation to be processed as a single unit when an operation 
command is given independent of a period of time (4:44-49 - automatic update of 
ad delivery monitoring database). 

Regarding claim 2, Merriman teaches the information picture utilization 
system as set forth in claim 1 , wherein said information picture includes time limit 
information in said related information; and said client inhibits execution of the 
notification to the server by interpreting said time limit information (4:49-53 - 
execution is limited by time period). 

Regarding claim 3, Merriman teaches the information picture utilization 
system as set forth in claim 1 , wherein said information picture includes time limit 
information in said related information; and said client inhibits execution of a 
predetermined operation by interpreting said time limit information (4:49-53). 

Regarding claim 4, Merriman teaches the information picture utilization 
system as set forth in claim 1 , wherein said client inhibits execution of the 
notification to the server on the basis of operation history based on the 
information picture (4:49-53). 

Regarding claim 5, Merriman teaches an information picture utilization 
system comprising: a client module for sending a notification regarding recording 
of an information picture (4:14-30 - feedback loop 23 (Fig.1) provides notification 
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of recording of information picture (Fig. 2, step 36)); and a server module for 
receiving the notification regarding the recording of the information picture (4:66- 
67 and 5:1-6 - advertisement and predictive model servers), wherein the 
information picture is sent and recorded into said server module by utilizing 
picture information and related information (4:31-43 - feedback information), and 
wherein the utilization of the picture information and the related information 
causes a predetermined operation to be processed as a single unit when an 
operation command is given independent of a period of time (4:44-49 - automatic 
update of ad delivery monitoring database). 

Regarding claim 14, Merriman teaches an information picture 
management apparatus for carrying out management of an information picture in 
which picture information and related information for prescribing at least peculiar 
processing are caused to be one handling unit/which is delivered to an 
information terminal connected through network, wherein said information picture 
management apparatus comprises: a registration information recording unit for 
recording registration information relating to information picture delivered to the 
information terminal and registered (4:31-43 and Fig. 1, database 20 is recording 
registration information relating to information picture - banner ads served); 
an updating permission/negation unit for determining permission/negation of 
updating with respect to information picture caused to undergo management by 
the registration information in accordance with updating condition set in advance 
(4:44-53 - pre-sets on direct advertising campaigns that are set in advance); and 
an information picture updating unit for updating processing with respect to 
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information picture determined to be permitted by the updating 
permission/negation section (4:49-53 - banner serving criteria). 

Regarding claim 15, Merriman teaches the information picture 
management apparatus as set forth in claim 14, wherein information pictures 
within the range from the number where at least one of registration and updating 
of the information picture is approximately a time up to a predetermined number 
should be updated as the updating condition (5:14-27). 

Regarding claim 16, Merriman teaches the information picture t 
management apparatus as set forth in claim 15, wherein predetermined numbers 
are set with respect to respective ones of plural information terminals, and are 
changed in accordance with change instructions from the information terminals 
(5:14-27). 

Claims 17-19 are rejected in view of the above rejection of claims 14-16. 
Claims 17-19 are essentially the same as claims 14-16, respectively, except that 
they set forth the invention as a computer program product rather than an 
apparatus, as do claims 14-16. 

Response to Arguments 

8. Applicant's arguments with respect to the pending claims 1-5 and 
14-19 have been considered but are moot in view of the new ground(s) of 
rejection, necessitated by the Applicant's amendment. 



Application/Control Number: 10/089,400 Page 9 

Art Unit: 2155 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Vitali Korobov whose telephone number is 
571-272-7506. The examiner can normally be reached on Mon-Friday 8a.m. - 
4:30p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Saleh Najjar can be reached on (571)272-4006. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

01/18/2008 Vitali Korobov 

VAK Examiner 
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